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DETAILED ACTION 
Claim Objections 

1 . Claims 20-35, 39 and 43-47 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent 
form, or rewrite the claim(s) in independent form. Claims 20-35, 39 and 43-47 are drawn to a 
consumer tote. However, these claims do not further limit the structure of the consumer tote but 
instead recites structure of the environment in which applicant intends to use the consumer tote. 
Since no language further limiting the media cartridge these claims fail to further the parent 
claim, claim 1. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 36-38, 40-42 and 48 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 36-38, 40-42 and 48, the statutory class of invention being claimed is unclear. 
The preambles begin by reciting "a consumer tote as claimed in claim 1" which would suggest 
that the claim is directed towards an apparatus. But then the claims continue with the phrase (or a 
similar phrase), "adapted for use in a method . . .comprising the steps of:" and the body of each 
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respective claim recites a series of method steps. This would suggest that applicant is attempting 
to recite a method claim. 

For purposes of prior art examination, these claims will be interpreted as apparatus 

claims. 



Double Patenting 

4. A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg Co,, 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer caimot overcome a double patenting rejection based upon 35 
U.S.C. 101. 



5. Claims 1-2 and 10-12 are rejected under 35 U.S.C. 101 as claiming the same invention as 
that of claim 1 of prior U.S. Patent No. 6,991,098. This is a double patenting rejection. 



6. Claim 3 is rejected under 35 U.S.C. 101 as claiming the same invention as that of claim 2 
of prior U.S. Patent No. 6,991,098. This is a double patenting rejection. 



7. Claim 4 is rejected under 35 U.S.C. 101 as claiming the same invention as that of claim 3 
of prior U.S. Patent No. 6,991,098. This is a double patenting rejection. 
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8. Claim 5 is rejected under 35 U.S.C. 101 as claiming the same invention as that of claim 4 
of prior U.S. Patent No. 6,991,098. This is a double patenting rejection. 

9. Claim 6 is rejected under 35 U.S.C. 101 as claiming the same invention as that of claim 5 
of prior U.S. Patent No. 6,991,098. This is a double patenting rejection. 

10. Claim 7 is rejected under 35 U.S.C. 101 as claiming the same invention as that of claim 6 
of prior U.S. Patent No. 6,991,098. This is a double patenting rejection. 

1 1 . Claim 8 is rejected imder 35 U.S.C. 101 as claiming the same invention as that of claim 7 
of prior U.S. Patent No. 6,991,098. This is a double patenting rejection. 

12. Claim 9 is rejected under 35 U.S.C, 101 as claiming the same invention as that of claim 8 
of prior U.S. Patent No. 6,991,098. This is a double patenting rejection. 

13. Claim 13 is rejected under 35 U.S.C. 101 as claiming the same invention as that of claim 
9 of prior U.S. Patent No. 6,991,098. This is a double patenting rejection. 



14. Claim 14 is rejected under 35 U.S.C. 101 as claiming the same invention as that of claim 
10 of prior U.S. Patent No. 6,991,098. This is a double patenting rejection.\ 



Application/Control Number: 1 0/760,224 Page 5 

Art Unit: 2854 

15. Claim 15 is rejected under 35 U.S.C. 101 as claiming the same invention as that of claim 

1 1 of prior U.S. Patent No. 6,991,098. This is a double patenting rejection. 

16. Claim 16 is rejected under 35 U.S.C. 101 as claiming the same invention as that of claim 

12 of prior U.S. Patent No. 6,991,098. This is a double patenting rejection. 

17. Claim 17 is rejected under 35 U.S.C. 101 as claiming the same invention as that of claim 

13 of prior U.S. Patent No. 6,991,098. This is a double patenting rejection. 

18. Claim 18 is rejected under 35 U.S.C. 101 as claiming the same invention as that of claim 

14 of prior U.S. Patent No. 6,991,098. This is a double patenting rejection. 

19. Claim 19 is rejected under 35 U.S.C. 101 as claiming the same invention as that of claim 

15 of prior U.S. Patent No. 6,991,098. This is a double patenting rejection. 

Claim Rejections - 35 USC §102 

20. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

21 . Claims 1-2 and 20-48 are rejected under 35 U.S.C. 102(b) as being anticipated by Taylor 
etal. (US 5,593,035). 
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With respect to claim 1, Taylor et al. discloses a consumer tote including a disposable 
exterior 70 (note, while Taylor et al. is silent on the material of exterior 70, anything can be 
considered disposable because anything can be disposed of), a main access flap 74, and a pair of 
core access openings 100 and an interior in which is located a disposable core 18 (again, 
anything can be considered disposable) aligned with the access openings as shown in Figure 2 of 
Taylor et al. 

With respect to claim 2, The access flap 74 is hinged at 86 as shown in Figure 3 of Taylor 
et al. for rotating between an open position (see Figure 3) and a closed position (see Figure 1). In 
the closed position the flap 74 restricts access to a gap 106 (see Figure 1) formed between flap 74 
and an adjacent edge 104 of the exterior. 

With respect to claims 20-35, 39 and 43-47, applicant has not recited any further structure 
of the consumer tote in these claims. Instead applicant has recited structure of other apparatus to 
be used with the consumer tote. Since the consumer tote has not been further limited in these 
claims, they are rejected along with their parent claim, claim 1. 

With respect to claims 36-38, 40-42 and 48, these claims only further limit the claim by 
reciting a process of how the tote is to be used. Since this is an apparatus claim the method of 
how the tote is to be used does not add any further structural limitations of the tote. Therefore, 
these claims are rejected along with their parent claim, claim 1 . 

22. Claims 1-2, 4, 5, 8, and 18-19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Harris et al. (US 5,161,685). 
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With respect to claim 1, Harris et al. discloses a consumer tote including a disposable 
exterior 42 (note, while Harris et al, is silent on the material of exterior , anything can be 
considered disposable because anything can be disposed of), a main access flap 46, and a pair of 
core access openings 44b,46b and an interior in which is located a disposable core c (again, 
anything can be considered disposable) aligned with the access openings as shown in Figure 5 of 
Harris et al. 

With respect to claim 2, the access flap 46 is hinged for rotating between an open 
position (see Figure 5) and a closed position (Harris et al., col. 5, lines 8-13). In the closed 
position the flap 46 restricts access to a gap formed between flap 46 and an adjacent edge 44c of 
the exterior (Harris et al., col. 5, lines 23-26). 

With respect to claims 4 and 18, Harris et al. discloses molded hubs 48 for supporting the 
core c as shown in Figure 5 of Harris et al. 

With respect to claims 5 and 19, Figure 5 of Harris et al. shows that the openings 44b,46b 
are comprised of bearing surfaces (Harris et al., col. 5, lines 13-19). 

With respect to claim 8, Harris et al. discloses an external coupling 50 that could be used 
to engage a rotating winding spindle. 

Claim Rejections - 35 USC § 103 

23. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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24. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Taylor et al. (US 
5,593,035) as applied to claim 1 above, and further in view of Crim (US 4,467,974). 

Taylor et al. discloses the claimed tote except that he is silent on the material that it is 
made of. However, Crim discloses holder for a roll of paper that can be made of plastic, wood, 
fiberglass or any other suitable material having sufficient strength (Crim, col. 2, lines 35-41). 
These materials are all non-metallic and at least plastic and fiberglass can be considered textiles. 

25. Claims 5-7 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Harris 
et al. (US 5,161,685), as applied to claim 4 above, and further in view of Sirianni (US 
5,413,220). 

With respect to claims 5-6 and 19, Harris et al. discloses the claimed consumer tote 
except for each hub being surrounded by a bearing surface which locates the hub in a respective 
access opening. However, Sirianni teaches a supporting hub for a core C which has a surface that 
surrounds the hub and bears on the bottom of the interior of box B as shown in Figure 8 of 
Sirianni. In combination with Harris et al. the bearing surface taught by Sirianni would provide 
the support that locates the hubs in the access openings disclosed by Harris et al.. It would have 
been obvious to combine the teaching of Sirianni with the consumer tote disclosed by Harris et 
al. for the advantage of the energy attenuating support which protects the roll in the box from 
damage due to shock (Sirianni, col. 1, lines 6-12). 

With respect to claim 7, the bearing surface taught by Sirianni is circular and is connected 
to the hub by spokes 44 as shown in Figure 2 of Sirianni. 
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26. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Harris et al. (US 
5,161,685), as applied to claim 8, and further in view of Kofler (US 4,697,756). 

Harris et al. discloses the claimed tote except for the ring of teeth on the extemal 
coupling. However, Kofler discloses a coupling 26a for driving a hub that includes a ring of teeth 
as shown in Figure 1 of Kofler. It would have been obvious to combine the teaching of Kofler 
with the tote disclosed by Harris et al. for the advantage of providing a positive mechanical 
engagement in the coupling that prevents slipping of the coupling. 

27. Claims 10-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Harris et al. 
(US 5,161,685), as applied to claim 1 above, and further in view of Jamet (EP 826618). 

With respect to claim 10, Harris et al. discloses the claimed tote except for the handle that 
folds flat against the exterior. Harris et al. discloses a handle 121, but it does not fold flat. 
However, Jamet discloses a tote 4 with a handle 11,11 that folds flat against the exterior of the 
tote as shown in Figure 1 of Jamet and disclosed in the English abstract. It would have been 
obvious to combine the teaching of Jamet with the tote disclosed by Harris et al. for the 
advantage of a handle that can be folded out of the way when not in use to allow for easier 
storage or insertion of the tote into other devices. 

With respect to claim 1 1, the handle is formed by two similar sub-units 1 1 which fold 
from a flat position adjacent the sides of the tote to a cooperating position in which a handle 
opening in each sub-unit 1 1 to form a grip as shown in Figure 1 of Jamet. 
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28. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Harris et al. (US 
5,161,685), as applied to claim 41 above, and further in view of Cocchi et al. (US 5,450,949). 

Harris et al. in discloses the claimed tote except for the visible marker. However, Cocchi 
et al. teaches a roll of media that has a label 6 with a visible indicator 8 indicating proper 
placement of the reel relative to unwinding means. It would have been obvious to combine the 
teaching of Cocchi et al. with the tote disclosed by Harris et al. for the advantage of indicating to 
the user the proper orientation of the tote relative to an unwinding means. Furthermore, such a 
visible indicator is a basic instructional expedient that would have been obvious to one of 
ordinary skill in the art. 

29. Claims 14 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Harris 
etal.(US 5,161,685). 

With respect to claim 14, Harris et al. discloses the claimed tote except that no specific 
dimension is disclosed. However, the dimensioning of a product to fit another apparatus would 
have been an obvious modification that could have readily been determined through routine 
experimentation by one of ordinary skill in the art. Additionally, it has been established that 
when the only difference between the prior art and the claims was a recitation of relative 
dimensions of the claimed device and a device having the claimed relative dimensions would not 
perform differently than the prior art device, the claimed device was not patentably distinct from 
the prior art device (see MPEP 2144.04, section IV, part A). 
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With respect to claim 16, while it is not known to the examiner if the tote disclosed by 
Harris et al. can hold 50 meters of wallpaper, if it cannot, then it is simply a matter of making the 
tote larger. Changes in dimension of the tote have been addressed above with respect to claim 14. 

30. Claims 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Harris et al. (US 
5,161,685) in view of Takayama (US 6,520,395). 

Harris et al. discloses the claimed tote except for the viewing window. However, 
Takayama discloses a tote 1 for containing a roll of media including a window (not shown) in the 
side sheet 4 or the lid 7 (Takayama, col. 9, lines 28-30). It would have been obvious to combine 
the teaching of Takayama with the tote disclosed by Harris et al. for the advantage of being able 
to view the inside of the tote to determine what type of media is inside or how much media is 
remaining. 

31. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Harris et al. (US 
5,161,685) in view of Moggia (EP 327712). 

Harris et al. discloses the claimed tote except for the adjacent edge of the exterior that 
includes a return lip. However, Moggia discloses an exterior edge, adjacent the gap, that includes 
a return lip 9 as shown below in Figures 1 and 4 of Moggia. It would have been obvious to 
combine the teaching of Moggia with the tote disclosed by Harris et al. for the advantage of 
using the cover 2 and the cooperating rim 9 together to press the paper down allowing a user to 
tear of a portion of the dispensed paper. 



Application/Control Number: 10/760,224 
Art Unit: 2854 



Page 12 



32. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel J. Colilla whose telephone number is 571-272-2157. The 
examiner can normally be reached on M-F 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Hirshfeld can be reached on 571-272-2168. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Daniel 0. Colilla 
Primary Examiner 
Art Unit 2854 



June 19, 2006 



